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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or nnore claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Clainn 23 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 23 recites "the method of claim 22 further comprising manually changing 
from the default communication format automatically associated with the party prior to 
sending the electronic business transaction document from to a recipient party ". It is not 
clear how and what document is received by the recipient party. 

Appropriate correction is required. Applicant must add the statement "No New 
Matter Is Added". 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1 - 22 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Information in eFax.com hereinafter known as eFax in view of Facsimile 
Support/400 Version 3 hereinafter known as IBM. 

Regarding claims 1,11 and 14, eFax teaches an electronic business transaction 
service method for conducting a business transaction over a computer network [page 
8]. 

eFax does not explicitly teach creating on a first computer an electronic business 
transaction document that is compatible with a business management software program 
(design choice). However, IBM teaches creating on a first computer an electronic 
business transaction document that is compatible with a business management 
software program [IBM page 173 - 203]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify eFax as taught by IBM to save cost by 
automating the sending of documents through fax (In re Venner, 262 F.2d 91, 95, 120 
USPQ 193, 194 (CCPA 1958) ). 

eFax in view of IBM teaches: 

creating on a first computer an electronic business transaction document that is 
compatible with a business management software program (design choice), the 
electronic business transaction document being directed to plural recipient parties to a 
business transaction (field of use) [page 24], the electronic business transaction 
document being directed to at least one recipient party in a computer communication 
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format and to at least one other recipient party in a non-computer communication format 
(business choice, field of use) [page 1 1 , 29]; 

transmitting the electronic business transaction document over the computer 
network to a network-connected transaction service server computer [page 29]; and 

sending the electronic business transaction document from the transaction 
service server computer to the recipient parties in the computer and non-computer 
communication formats [page 29]. 

Regarding claims 2 and 13, eFax in view of IBM teaches non-computer 
communication format includes telephonic facsimile [page 29]. 

Regarding claims 3, eFax in view of IBM teaches transmitting a printed copy of 
the electronic business transaction document to a recipient party (business choice, 
design choice) [page 29]. 

Regarding claims 4 and 15, eFax in view of IBM teaches storing in an electronic 
address book associated with the business management software program address 
information for each party and a communication format indication for each party 
indicating the one of the computer and non-computer communication formats in which 
to transmit communications to the party (design choice) [page 32], 
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Regarding claims 5 and 16, eFax in view of IBM teaches user selection of a party 
to receive an electronic business transaction document automatically associates with 
the party the communication format indicated in the communication format indication 
(design choice) [page 7, 29, IBM page 6, 101-112]. 

Regarding claims 6 and 17, efax in view of IBM teaches charging a fee for each 
recipient party to which the electronic business transaction document is sent from the 
transaction service server (business choice) [page 8]. 

Regarding claim 7, eFax in view of IBM teaches business management software 
program is capable of automatically populating and extracting information from 
electronic business transaction document (design choice), the method further including 
transmitting a business management software component in the computer format to the 
at least one recipient party, if it is determined that the at least one recipient party is not 
capable of viewing the electronic business transaction document, the business 
management software component not being capable of automatically populating and 
extracting information from electronic business transaction documents (design choice) 
[page 12]. 

Regarding claim 8, eFax in view of IBM teaches electronic business transaction 
document includes a markup language computer file [page 30. 31]. 
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Regarding claim 9. eFax in view of IBM does not explicitly teach markup 
language computer file includes Extensible Markup Language. However, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made that it 
is a design choice to elect what technology to design the system with. A design may be 
made by using text delimited technology, TCP encapsulated messages, NetBIOS 
messages etc. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify eFax in view of IBM and use Extensible Markup 
Language to transfer the data over the internet using a widelly used technology. 

Regarding claims 10 and 18, eFax in view of IBM teaches capability to handle 
the business transaction relating to a construction project (field of use). 

Regarding claim 12, eFax in view of IBM teaches communication format 
identifiers for the plural recipients include computer and non-computer communication 
formats [page 11. 29]. 

Regarding claim 19, eFax teaches an electronic business transaction service 
method for conducting a business transaction over a computer network [page 8]. 

eFax does not explicitly teach creating on a first computer an electronic business 
transaction document that is compatible with a business management software program 
(design choice). However, IBM teaches creating on a first computer an electronic 
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business transaction document that is compatible with a business management 
software program [IBM page 173 - 203]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify eFax as taught by IBM to save cost by 
automating the sending of documents through fax (In re Venner, 262 F.2d 91 , 95, 120 
USPQ 193, 194 (CCPA 1958) ). 

eFax in view of IBM teaches: 

creating on a first computer an electronic business transaction document that is 
compatible with a business management software program (design choice), the 
electronic business transaction document being directed in one or more communication 
formats to plural recipient parties to a business transaction (business choice, field of 
use) [page 11, 29]; 

transmitting the electronic business transaction document over the computer 
network to a network-connected transaction service server computer [page 29]; and 

sending the electronic business transaction document from the transaction 
service server computer to the recipient parties in the one or more communication 
formats [page 29]. 

Regarding claim 20, eFax in view of IBM teaches communication formats 
includes telephonic facsimile [page 29]. 
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eFax in view of IBM does not teach nnanually changing from the default 
communication format automatically associated with the party prior to sending the 
electronic business transaction document from to a recipient party. 

Regarding claim 21 , eFax in view of IBM storing in an electronic address book 
associated with the business management software program address information for 
each party and a communication format indication for each party indicating a default 
communication format in which to transmit communications to the party (design choice) 
[page 32]. 

Regarding claim 22, eFax in view of IBM teaches user selection of a party to 
receive an electronic business transaction document automatically associates with the 
party the default communication format indicated in the communication format indication 
[page 7, 29, IBM page 6, 101-112]. 

Regarding claim 23, response has been provided earlier in response under 35 
use 112 second paragraph. 

Regarding claim 24, eFax in view of IBM teaches charging a fee for each 
recipient party to which the electronic business transaction document is sent from the 
transaction service server (business choice) [page 8]. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure.Applicant is required under 37 CRF '1.111 (c) to consider the 
references fully when responding to this office action. 
1. Bloomfield US Patent 6,023,345 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Naresh Vig whose telephone number is 703.305.3372. 
The examiner can normally be reached on M-F 7:30 - 5:00 (Alt Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 703.308.2702. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free). 




Naresh Vig 
December 15, 2004 



JOHN G. WEISS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



